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to provide such notice within the prescribed
period shall result in the application being re-
garded as abandoned, unless it is shown to the
satisfaction of the Director that the delay in
submitting the notice was unintentional.

(iv) If an applicant rescinds a request made
under clause (i) or notifies the Director that
an application was filed in a foreign country
or under a multilateral international agree-
ment specified in clause (i), the application
shall be published in accordance with the pro-
visions of paragraph (1) on or as soon as is
practical after the date that is specified in
clause (i).

(v) If an applicant has filed applications in
one or more foreign countries, directly or
through a multilateral international agree-
ment, and such foreign filed applications cor-
responding to an application filed in the Pat-
ent and Trademark Office or the description of
the invention in such foreign filed applications
is less extensive than the application or de-
scription of the invention in the application
filed in the Patent and Trademark Office, the
applicant may submit a redacted copy of the
application filed in the Patent and Trademark
Office eliminating any part or description of
the invention in such application that is not
also contained in any of the corresponding ap-
plications filed in a foreign country. The Di-
rector may only publish the redacted copy of
the application unless the redacted copy of the
application is not received within 16 months
after the earliest effective filing date for
which a benefit is sought under this title. The
provisions of section 154(d) shall not apply to
a claim if the description of the invention pub-
lished in the redacted application filed under
this clause with respect to the claim does not
enable a person skilled in the art to make and
use the subject matter of the claim.

(c) PROTEST AND PRE-ISSUANCE OPPOSITION.—
The Director shall establish appropriate proce-
dures to ensure that no protest or other form of
pre-issuance opposition to the grant of a patent
on an application may be initiated after publica-
tion of the application without the express writ-
ten consent of the applicant.

(d) NATIONAL SECURITY.—No application for
patent shall be published under subsection (b)(1)
if the publication or disclosure of such invention
would be detrimental to the national security.
The Director shall establish appropriate proce-
dures to ensure that such applications are
promptly identified and the secrecy of such in-
ventions is maintained in accordance with chap-
ter 17 of this title.

(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L. 93-596,
§1, Jan. 2, 1975, 88 Stat. 1949; Pub. L. 106-113, div.
B, §1000(a)(9) [title IV, §4502(a)], Nov. 29, 1999, 113
Stat. 15636, 1501A-561.)

HISTORICAL AND REVISION NOTES

This section enacts the Patent Office rule of secrecy
of applications.

AMENDMENTS

1999—Pub. L. 106-113 amended section catchline and
text generally. Prior to amendment, text read as fol-
lows: ‘‘Applications for patents shall be kept in con-
fidence by the Patent and Trademark Office and no in-
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formation concerning the same given without author-
ity of the applicant or owner unless necessary to carry
out the provisions of any Act of Congress or in such
special circumstances as may be determined by the
Commissioner.”

1975—Pub. L. 93-596 substituted ‘‘Patent and Trade-
mark Office” for ‘‘Patent Office’.

EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by Pub. L. 106-113 effective on date that
is 1 year after Nov. 29, 1999, and applicable to all appli-
cations filed under section 111 of this title on or after
that date, and all applications complying with section
371 of this title that resulted from international appli-
cations filed on or after that date, see section 1000(a)(9)
[title IV, §4508] of Pub. L. 106-113, set out as a note
under section 10 of this title.

EFFECTIVE DATE OF 1975 AMENDMENT

Amendment by Pub. L. 93-596 effective Jan. 2, 1975,
see section 4 of Pub. L. 93-596, set out as a note under
section 1111 of Title 15, Commerce and Trade.

STUDY OF APPLICANTS FILING ONLY IN UNITED STATES

Pub. L. 106-113, div. B, §1000(a)(9) [title IV, §4502(b)],
Nov. 29, 1999, 113 Stat. 15636, 15601A-562, provided that:

‘(1) IN GENERAL.—The Comptroller General shall con-
duct a 3-year study of the applicants who file only in
the United States on or after the effective date of this
subtitle [see section 1000(a)(9) [title IV, §4508] of Pub. L.
106-113, set out as an Effective Date of 1999 Amendment
note under section 10 of this title] and shall provide the
results of such study to the Judiciary Committees of
the House of Representatives and the Senate.

‘(2) CONTENTS.—The study conducted under para-
graph (1) shall—

‘‘(A) consider the number of such applicants in rela-
tion to the number of applicants who file in the
United States and outside of the United States;

‘(B) examine how many domestic-only filers re-
quest at the time of filing not to be published;

“(C) examine how many such filers rescind that re-
quest or later choose to file abroad;

‘(D) examine the status of the entity seeking an
application and any correlation that may exist be-
tween such status and the publication of patent ap-
plications; and

“(E) examine the abandonment/issuance ratios and
length of application pendency before patent issuance
or abandonment for published versus unpublished ap-
plications.”

SECTION REFERRED TO IN OTHER SECTIONS

This section is referred to in sections 2, 5, 102, 135, 154,
374 of this title.

CHAPTER 12—EXAMINATION OF

APPLICATION
Sec.
131. Examination of application.
132. Notice of rejection; reexamination.
133. Time for prosecuting application.
134. Appeal to the Board of Patent Appeals and
Interferences.
135. Interferences.
AMENDMENTS

1984—Pub. L. 98-622, title II, §204(b)(2), Nov. 8, 1984, 98
Stat. 3388, substituted ‘‘Patent Appeals and Inter-
ferences’ for ‘“‘Appeals’ in item 134.

§ 131. Examination of application

The Director shall cause an examination to be
made of the application and the alleged new in-
vention; and if on such examination it appears
that the applicant is entitled to a patent under
the law, the Director shall issue a patent there-
for.
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(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L.

106-113, div. B, §1000(a)(9) [title IV,
§4732(a)(10)(A)], Nov. 29, 1999, 113 Stat. 1536,
1501A-582.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §36 (R.S. 4893).

The first part is revised in language and amplified.
The phrase ‘‘and that the invention is sufficiently use-
ful and important’ is omitted as unnecessary, the re-
quirements for patentability being stated in sections
101, 102 and 103.

AMENDMENTS

1999—Pub. L. 106-113 substituted
“Commissioner’” in two places.

“Director’” for

EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by Pub. L. 106-113 effective 4 months
after Nov. 29, 1999, see section 1000(a)(9) [title IV, §4731]
of Pub. L. 106-113, set out as a note under section 1 of
this title.

CROSS REFERENCES

Issue of patent, generally, see section 151 et seq. of
this title.

Patentability of invention generally, see section 100
et seq. of this title.

Proceedings in the Patent and Trademark Office, see
section 21 et seq. of this title.

SECTION REFERRED TO IN OTHER SECTIONS
This section is referred to in section 111 of this title.

§ 132. Notice of rejection; reexamination

(a) Whenever, on examination, any claim for a
patent is rejected, or any objection or require-
ment made, the Director shall notify the appli-
cant thereof, stating the reasons for such rejec-
tion, or objection or requirement, together with
such information and references as may be use-
ful in judging of the propriety of continuing the
prosecution of his application; and if after re-
ceiving such notice, the applicant persists in his
claim for a patent, with or without amendment,
the application shall be reexamined. No amend-
ment shall introduce new matter into the disclo-
sure of the invention.

(b) The Director shall prescribe regulations to
provide for the continued examination of appli-
cations for patent at the request of the appli-
cant. The Director may establish appropriate
fees for such continued examination and shall
provide a 50 percent reduction in such fees for
small entities that qualify for reduced fees
under section 41(h)(1) of this title.

(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L.
106-113, div. B, §1000(a)(9) [title IV, §§4403,
4732(a)(10)(A)], Nov. 29, 1999, 113 Stat. 1536,
1501A-560, 1501A-582.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §51 (R.S. 4903,
amended Aug. 5, 1939, ch. 452, §1, 53 Stat. 1213).

The first paragraph of the corresponding section of
existing statute is revised in language and amplified to
incorporate present practice; the second paragraph of
the existing statute is placed in section 135.

The last sentence relating to new matter is added but
represents no departure from present practice.

AMENDMENTS

1999—Pub. L. 106-113, §1000(a)(9) [title IV,
§4732(a)(10)(A)], substituted ‘‘Director’ for ‘‘Commis-
sioner”.
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Pub. L. 106-113, §1000(a)(9) [title IV, §4403], designated
existing provisions as subsec. (a) and added subsec. (b).

EFFECTIVE DATE OF 1999 AMENDMENT

Pub. L. 106-113, div. B, §1000(a)(9) [title IV, §4405(b)],
Nov. 29, 1999, 113 Stat. 1536, 1501A-560, provided that:
““The amendments made by section 4403 [amending this
section]—

“(1) shall take effect on the date that is 6 months
after the date of the enactment of this Act [Nov. 29,
1999], and shall apply to all applications filed under
section 111(a) of title 35, United States Code, on or
after June 8, 1995, and all applications complying
with section 371 of title 35, United States Code, that
resulted from international applications filed on or
after June 8, 1995; and

“(2) do not apply to applications for design patents
under chapter 16 of title 35, United States Code.”
Amendment by section 1000(a)(9) [title IV,

§4732(a)(10)(A)] of Pub. L. 106-113 effective 4 months
after Nov. 29, 1999, see section 1000(a)(9) [title IV, §4731]
of Pub. L. 106-113, set out as a note under section 1 of
this title.

SECTION REFERRED TO IN OTHER SECTIONS

This section is referred to in sections 41, 154, 305, 314
of this title.

§ 133. Time for prosecuting application

Upon failure of the applicant to prosecute the
application within six months after any action
therein, of which notice has been given or
mailed to the applicant, or within such shorter
time, not less than thirty days, as fixed by the
Director in such action, the application shall be
regarded as abandoned by the parties thereto,
unless it be shown to the satisfaction of the Di-
rector that such delay was unavoidable.

(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L.

106-113, div. B, §1000(a)(9) [title IV,
§4732(a)(10)(A)], Nov. 29, 1999, 113 Stat. 1536,
1501A-582.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §37 (R.S. 4894,
amended (1) Mar. 3, 1897, ch. 391, §4, 29 Stat. 692, 693, (2)
July 6, 1916, ch. 225, §1, 39 Stat. 345, 347-8, (3) Mar. 2,
1927, ch. 273, §1, 44 Stat. 1335, (4) Aug. 7, 1939, ch. 568, 53
Stat. 1264).

The opening clause of the corresponding section of
existing statute is omitted as having no present day
meaning or value and the last two sentences are omit-
ted for inclusion in section 267. The notice is stated as
given or mailed. Language is revised.

AMENDMENTS

1999—Pub. L. 106-113 substituted
‘““Commissioner” in two places.

“Director” for

EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by Pub. L. 106-113 effective 4 months
after Nov. 29, 1999, see section 1000(a)(9) [title IV, §4731]
of Pub. L. 106-113, set out as a note under section 1 of
this title.

CROSS REFERENCES

Abandonment of invention as denying patentability,
see section 102 of this title.

SECTION REFERRED TO IN OTHER SECTIONS

This section is referred to in sections 41, 267, 305, 314
of this title.

§ 134. Appeal to the Board of Patent Appeals and
Interferences

(a) PATENT APPLICANT.—An applicant for a
patent, any of whose claims has been twice re-
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jected, may appeal from the decision of the ad-
ministrative patent judge to the Board of Pat-
ent Appeals and Interferences, having once paid
the fee for such appeal.

(b) PATENT OWNER.—A patent owner in any re-
examination proceeding may appeal from the
final rejection of any claim by the administra-
tive patent judge to the Board of Patent Appeals
and Interferences, having once paid the fee for
such appeal.

(¢c) THIRD-PARTY.—A third-party requester in
an inter partes proceeding may appeal to the
Board of Patent Appeals and Interferences from
the final decision of the administrative patent
judge favorable to the patentability of any origi-
nal or proposed amended or new claim of a pat-
ent, having once paid the fee for such appeal.
The third-party requester may not appeal the
decision of the Board of Patent Appeals and
Interferences.

(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L. 98-622,
title II, §204(b)(1), Nov. 8, 1984, 98 Stat. 3388; Pub.
L. 106-113, div. B, §1000(a)(9) [title IV, §4605(b)],
Nov. 29, 1999, 113 Stat. 1536, 1501A-570.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §57 (R.S. 4909
amended (1) Mar. 2, 1927, ch. 273, §5, 44 Stat. 1335, 1336,
(2) Aug. 5, 1939, ch. 451, §2, 53 Stat. 1212).

Reference to reissues is omitted in view of the gen-
eral provision in section 251. Minor changes in language
are made.

AMENDMENTS

1999—Pub. L. 106-113 reenacted section catchline
without change and amended text generally. Prior to
amendment, text read as follows: ‘“‘An applicant for a
patent, any of whose claims has been twice rejected,
may appeal from the decision of the primary examiner
to the Board of Patent Appeals and Interferences, hav-
ing once paid the fee for such appeal.”

1984—Pub. L. 98-622 substituted ‘‘Patent Appeals and
Interferences” for ‘“Appeals’ in section catchline and
text.

EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by Pub. L. 106-113 effective Nov. 29, 1999,
and applicable to any patent issuing from an original
application filed in the United States on or after that
date, see section 1000(a)(9) [title IV, §4608(a)] of Pub. L.
106-113, set out as a note under section 41 of this title.

EFFECTIVE DATE OF 1984 AMENDMENT

Amendment by Pub. L. 98-622 effective three months
after Nov. 8, 1984, see section 207 of Pub. L. 98-622, set
out as a note under section 41 of this title.

CROSS REFERENCES

Appeals to Commissioner from decisions of examiners
on applications for registration of trade-marks, see sec-
tion 1070 of Title 15, Commerce and Trade.

Board of Appeals, composition and duties, see section
7 of this title.

SECTION REFERRED TO IN OTHER SECTIONS

This section is referred to in sections 141, 145, 154, 306,
315 of this title.

§ 135. Interferences

(a) Whenever an application is made for a pat-
ent which, in the opinion of the Director, would
interfere with any pending application, or with
any unexpired patent, an interference may be
declared and the Director shall give notice of
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such declaration to the applicants, or applicant
and patentee, as the case may be. The Board of
Patent Appeals and Interferences shall deter-
mine questions of priority of the inventions and
may determine questions of patentability. Any
final decision, if adverse to the claim of an ap-
plicant, shall constitute the final refusal by the
Patent and Trademark Office of the claims in-
volved, and the Director may issue a patent to
the applicant who is adjudged the prior inven-
tor. A final judgment adverse to a patentee from
which no appeal or other review has been or can
be taken or had shall constitute cancellation of
the claims involved in the patent, and notice of
such cancellation shall be endorsed on copies of
the patent distributed after such cancellation by
the Patent and Trademark Office.

(b)(1) A claim which is the same as, or for the
same or substantially the same subject matter
as, a claim of an issued patent may not be made
in any application unless such a claim is made
prior to one year from the date on which the
patent was granted.

(2) A claim which is the same as, or for the
same or substantially the same subject matter
as, a claim of an application published under
section 122(b) of this title may be made in an ap-
plication filed after the application is published
only if the claim is made before 1 year after the
date on which the application is published.

(c) Any agreement or understanding between
parties to an interference, including any collat-
eral agreements referred to therein, made in
connection with or in contemplation of the ter-
mination of the interference, shall be in writing
and a true copy thereof filed in the Patent and
Trademark Office before the termination of the
interference as between the said parties to the
agreement or understanding. If any party filing
the same so requests, the copy shall be kept sep-
arate from the file of the interference, and made
available only to Government agencies on writ-
ten request, or to any person on a showing of
good cause. Failure to file the copy of such
agreement or understanding shall render perma-
nently unenforceable such agreement or under-
standing and any patent of such parties involved
in the interference or any patent subsequently
issued on any application of such parties so in-
volved. The Director may, however, on a show-
ing of good cause for failure to file within the
time prescribed, permit the filing of the agree-
ment or understanding during the six-month pe-
riod subsequent to the termination of the inter-
ference as between the parties to the agreement
or understanding.

The Director shall give notice to the parties or
their attorneys of record, a reasonable time
prior to said termination, of the filing require-
ment of this section. If the Director gives such
notice at a later time, irrespective of the right
to file such agreement or understanding within
the six-month period on a showing of good
cause, the parties may file such agreement or
understanding within sixty days of the receipt of
such notice.

Any discretionary action of the Director under
this subsection shall be reviewable under section
10 of the Administrative Procedure Act.

(d) Parties to a patent interference, within
such time as may be specified by the Director by
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regulation, may determine such contest or any
aspect thereof by arbitration. Such arbitration
shall be governed by the provisions of title 9 to
the extent such title is not inconsistent with
this section. The parties shall give notice of any
arbitration award to the Director, and such
award shall, as between the parties to the arbi-
tration, be dispositive of the issues to which it
relates. The arbitration award shall be unen-
forceable until such notice is given. Nothing in
this subsection shall preclude the Director from
determining patentability of the invention in-
volved in the interference.

(July 19, 1952, ch. 950, 66 Stat. 801; Pub. L. 87-831,
Oct. 15, 1962, 76 Stat. 958; Pub. L. 93-596, §1, Jan.
2, 1975, 88 Stat. 1949; Pub. L. 98-622, title I, §105,
title II, §202, Nov. 8, 1984, 98 Stat. 3385, 3386; Pub.
L. 106-113, div. B, §1000(a)(9) [title IV, §§4507(11),
4732(a)(10)(A)], Nov. 29, 1999, 113 Stat. 1536,
1501A-566, 1501A-582.)

HISTORICAL AND REVISION NOTES

The first paragraph is based on Title 35, U.S.C., 1946
ed., §52 (R.S. 4904 amended (1) Mar. 2, 1927, ch. 273, §4,
44 Stat. 1335, 1336, (2) Aug. 5, 1939, ch. 451, §1, 53 Stat.
1212).

The first paragraph states the existing corresponding
statute with a few changes in language. An explicit
statement that the Office decision on priority con-
stitutes a final refusal by the Office of the claims in-
volved, is added. The last sentence is new and provides
that judgment adverse to a patentee constitutes can-
cellation of the claims of the patent involved after the
judgment has become final, the patentee has a right of
appeal (sec. 141) and is given a right of review by civil
action (sec. 146).

The second paragraph is based on Title 35, U.S.C., 1946
ed., §51, (R.S. 4903, amended Aug. 5, 1939, ch. 452, §1, 53
Stat. 1213). Changes in language are made.

REFERENCES IN TEXT

Section 10 of the Administrative Procedure Act, re-
ferred to in subsec. (¢), is section 10 of act June 11, 1946,
ch. 324, 60 Stat. 243, which was repealed by Pub. L.
89-554, §8(a), Sept. 6, 1966, 80 Stat. 632, and reenacted by
the first section thereof as chapter 7 (§701 et seq.) of
Title 5, Government Organization and Employees.

AMENDMENTS

1999—Subsec. (a). Pub. L. 106-113, §1000(a)(9) [title IV,
§4732(a)(10)(A)], substituted ‘‘Director’” for ‘‘Commis-
sioner’” wherever appearing.

Subsec. (b). Pub. L. 106-113, §1000(a)(9) [title IV,
§4507(11)], designated existing provisions as par. (1) and
added par. (2).

Subsecs. (¢), (d). Pub. L. 106-113, §1000(a)(9) [title IV,
§4732(a)(10)(A)], substituted ‘‘Director’” for ‘‘Commis-
sioner’” wherever appearing.

1984—Subsec. (a). Pub. L. 98-622, §202, amended sub-
sec. (a) generally, substituting ¢, an interference may
be declared and the Commissioner shall give notice of
such declaration to the applicants, or applicant and
patentee, as the case may be’’ for ‘‘he shall give notice
thereof to the applicants, or applicant and patentee, as
the case may be” and substituting provisions vesting
jurisdiction for determining questions of interference
in the Board of Patent Appeals and Interferences for
provisions vesting such jurisdiction in a board of pat-
ent interferences.

Subsec. (d). Pub. L. 98-622, §105, added subsec. (d).

1975—Subsecs. (a), (c). Pub. L. 93-596 substituted
“Patent and Trademark Office” for ‘‘Patent Office”
wherever appearing.

1962—Pub. L. 87-831 designated first and second pars.
as subsecs. (a) and (b) and added subsec. (c).
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EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by section 1000(a)(9) [title IV, §4507(11)]
of Pub. L. 106-113 effective on date that is 1 year after
Nov. 29, 1999, and applicable to all applications filed
under section 111 of this title on or after that date, and
all applications complying with section 371 of this title
that resulted from international applications filed on
or after that date, see section 1000(a)(9) [title IV, §4508]
of Pub. L. 106-113, set out as a note under section 10 of
this title.

Amendment by section 1000(a)(9) [title IV,
§4732(a)(10)(A)] of Pub. L. 106-113 effective 4 months
after Nov. 29, 1999, see section 1000(a)(9) [title IV, §4731]
of Pub. L. 106-113, set out as a note under section 1 of
this title.

EFFECTIVE DATE OF 1984 AMENDMENT

Amendment by section 105 of Pub. L. 98-622 applicable
to all United States patents granted before, on, or after
Nov. 8, 1984, and to all applications for United States
patents pending on or filed after that date, except as
otherwise provided, see section 106 of Pub. L. 98-622, set
out as a note under section 103 of this title.

Amendment by section 202 of Pub. L. 98-622 effective
three months after Nov. 8, 1984, see section 207 of Pub.
L. 98-622, set out as a note under section 41 of this title.

EFFECTIVE DATE OF 1975 AMENDMENT

Amendment by Pub. L. 93-596 effective Jan. 2, 1975,
see section 4 of Pub. L. 93-596, set out as a note under
section 1111 of Title 15, Commerce and Trade.

CROSS REFERENCES

Decision of board of patent interferences—
Appeal to the United States Court of Customs and
Patent Appeals, see section 141 of this title.
Civil action, see section 146 of this title.
Equitable relief against interfering patents, see sec-
tion 291 of this title.

SECTION REFERRED TO IN OTHER SECTIONS

This section is referred to in sections 6, 102, 111, 154
of this title.

CHAPTER 13—REVIEW OF PATENT AND
TRADEMARK OFFICE DECISIONS

Sec.

141. Appeal to Court of Appeals for the Federal
Circuit.

142. Notice of appeal.

143. Proceedings on appeal.

144. Decision on appeal.

145. Civil action to obtain patent.

146. Civil action in case of interference.

AMENDMENTS

1982—Pub. L. 97-164, title I, §163(b)(1), Apr. 2, 1982, 96
Stat. 49, substituted ‘‘Court of Appeals for the Federal
Circuit” for ‘‘Court of Customs and Patent Appeals’ in
item 141.

1975—Pub. L. 93-596, §1, Jan. 2, 1975, 88 Stat. 1949, sub-
stituted “PATENT AND TRADEMARK OFFICE” for
“PATENT OFFICE” in chapter heading.

§141. Appeal to Court of Appeals for the Federal
Circuit

An applicant dissatisfied with the decision in
an appeal to the Board of Patent Appeals and
Interferences under section 134 of this title may
appeal the decision to the United States Court
of Appeals for the Federal Circuit. By filing such
an appeal the applicant waives his or her right
to proceed under section 145 of this title. A pat-
ent owner in any reexamination proceeding dis-
satisfied with the final decision in an appeal to



